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Before LOURIE, CLEVENGER. end BRYSON. Circuit M o * . 

BRYSON.CJByjyuto 

This is en appeal from an order of the United States District Gourtforthe District ■ 
of Minnesota, No. 03-CV-2231, denying Ecolab's motion tor e preHmmary Injunction In a 
patent Wrlngement eult On appeal, Eouleb erguee that the dlrtrtet oourfe order 
denying preflmlnery Injunctive relief wee beeed on an Incorrect claim construction. 
Although we do not agree wfth.Eooleb'e prtadpsl dalm construction argument, we 
agree that the record does not support the claim nnwmjcton adopted by the district 
court. Moreover, the district' court did not address a sseondary clslm construction 
argument that Ecolsb advanced In eupport of Kb preHmlnery Injunction motion end on 
which the parties presented conflicting evidence. Becauee we conclude that the court 



4hould hwi «ldn»«d ft* own. oontmoUon h-» » «• — * . 
tr*. . pMr i*** oral* M ~ to ft. d*W «t *r fu*ar 
coloration of EooMrt laquMHbr pirtraliwy Injune*. nM. 

I 

Ecolab Inc. to ft. awHjna. of United Statu Patnrrt No. 6,480i484 ("ft. '484 
p^,. «htoh •« «. - *• prtWar .uMoo* o=mpo.Won to oon-oten m 

mmmt M Jo^nO*^. mo.. V*. morW* . P^dud e*M Heobib. TPB, 
«W. Eor*b baltovod WHnood ft. m P** A» • rwult, Eoelob flad en «*>n 
Joh^nO^.^ «nd .outfrt . p*MMW WnM * .top to - «• 

jrwatylnfrlnQlriB product 

Eoolab A9« ft* DM"* mm hd*and«d data. 1 and » of ft. 484 
^,a.«»«d^^o^10^11,v^d.p««.ftom««n l 1. C*n1 

provides: 

■^^"ISXirn? ^TwrUwoffto oort^oMontutaS 
Burface of the container. 

Ctatm 21 li .ImDar. axoaptthat It »ott- a kbrtoatod oonvoyor or «Mnar. Itpm** 

5«tewnlaclbla efllcone materiel and a watewnfedWe 
Dependent claims 10 and 11 provide: 

10 A method according to datm V whemin flu sDtone material 
cor^tew ecSwne emulsten «.d the rnMure wrnprteee water. 
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of any of the foregoing. 

TIk lubricant compel M « h * *» — * ""^ * 
oomponanK a MM*** silicon* material and a waw^hdbto lMWo.nl 

DWuba canto*., among other component a MttNiMh .moon, amulelon 
art Dowano. DPM, a product sold by the Dow Chen** Company, which the 
nearer IdenthVe » . hydtophllo glycol ather. H !• -ndbputed the, DM*. 
M «, M requirement of the '494. patent,. In met It contain* . water-mUciW. 
.Hcon. m-erW. It to *o undtaputod m* Do-no. I. v^mfcdble. The feeue h 
dbputo I. wham* Dov*n* - a 1-brtcan. «M. the meaning of any of the _M 



Claims 



,n n*na on me motion for . primary lection, the dWrid court conehued the 
» m ^bfear*. „ ueed In toe de>m. to mean . mtmm *•* 
.necoefflcwofmcfionof.pert^ 

of that compete would be In the .beano, of the MM The court concluded that 
* e arideno. Eeoteb proffemd we. iwufnetonl to rfM M Dow«ol rtgnltontly 
^ «h. coefficient of motion of the lubricant compoelbon mtoUvatoth* ccafflclent ^ 
of frwon of the compoelBon In the eb«nce of Dowanol. The court merrfbr. concluded 
that Eoolab did not demon**, a IWhood of on fha medta. In addition, me 
court concluded that Eoolab hadfeUedto aatobtoh th« It would euftor toaptaaWe ham. 
mine .baenoaof a prrtn^iy Injunction, m eupponofthat ooncluelon, the oourt found 
ttat Ecoleb'had -advanced no avWeao. to eupport me finding th«t money Oaa*. 
would be insufficient to compen*. Eoolab tor the alleged InfrtngemenV and that t 
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was likely that ff a judgment were entered against JohnaonDJvaresy, "Eooleb could 
quantify Ha damages with substantial precision. 1 ' Having round that Eooleb had failed to 
establish either a likelihood of suecsss on the merits or a likelihood that it would Buffer 
Irreparable harm from the denial of Injunctive rallaf t the court concluded that ft was 
unnecessary to consider whether the other two factors pertinent to granting preliminary 
equitable relleWhe balance of hardships and the public Interea^-eut In favor of 
Issuing an Injunction! 

II 

On appeal from an order granting or denying a preliminary Injunction, we review 
lhe district court's action for an abuse of discretion. See AjaeflpjjOQja Inft *■ 
Hnmflm rtnn M«""» Infix 239 R3d 1343, 1360 (Fed. Qr. 2001). In so doing, we 
review the district court's assessment of the four traditional fedora that bear on the 
propriety of preliminary Injunctive relief: (1) the Hkellhood of the movant's success on 
the merits; (2) the prospect that lhe movant will auffar Irreparable harm If an Injunction 
is not granted; (3) the balanoe of hardships between the parties; end (4) the public 
Interest Qaktev. Inc. v. Sunglass Hut Infi. 316 F.3d 1331, 1338-39 (Fsd. Olr. 2003). 
An abuse of discretion may be established by showing that the district court "made a 
clear error of Judgment In weighing relevant factors or exercised Kb discretion based 
upon an error of law or dearly erroneous federal findings' N«» Nardlsk ef N. Am.. Inc. 
tf. frananteoh. Inc. 77 F.3d 1364, 1367 (Fed. Clr. 1998). 

The parties direct most of .their attention on appeal to the first feoter-the 
likelihood of the patentee's success on the merits. They focus m particular on the 
definition of the term lubricant 0 ae used In the '494 patent In the district court, Ecolab 

03-1423 4 



ff>R. 6.2004 25Z3R1 SEKT FROM THE LEX GWLP DM 



HO. BIB P. 19 



acknowledged that the patent did not provide b general definition erf Tubrloant." It then 
proffered both a definition of the term from a general dictionary ("a eubetence (n 
grease) capable of reducing friction" or ^something that leeeena or prevents friction or 
difficult/), end a definition provided by one of Ha employees, Amy MoBraem OA] 
lubricant le a aubatanca that produces a COF [coefficient of Won] lower then that 
produced ualng water alone.''). In Its brief on appeal, Gcolab mainly pressed the broad 
dictionary deftolllon ee the proper general definition of lubricant," but at oral argument 
Ecolab retreated to Ms. McBroom's eomewhat narrower definition, asserting that her 
definition (a substance with a coefficient of friction lower then water) provides the 
meaning of Tubrtoent, 0 ae wed In the delm term -waterwnledble lubricent^ that wouM 
be used by one of akin In the art In the application to which the patent la directed. 

Before the dletrtct court, JohnscnDlvBrsey offered a definition of the term 
lubricant" taken from a technical dictionary. That definition referred to a lubricant as 'a 
substance of low viscosity* and added that "materials as diverse as air, water and 
molasses could theoretfeafly be used as lubricants under appropriate conditions. Air 
and water have been used, as wel( as some solids such as graphite, butln general oils, 
tats and waxes are utliteed - A declaration from a JohnsonDhreraey employee, Jaoquea 
Rouinard, offered a refinement of met definition aa applied to the field of the Invention. 
Mr. RouHlerd stated that In the field of bottling conveyors e lubrlcent would be 
understood to be "[a] substance applied to track surfaces to material Improve the 
mobility of containers through the filling proceee." Ha added thet suitability tor use es a 
lubricant In a given application "is a factor to be considered by the person of ordinary 
skill in the art In determining whether or not a given chemical or compound can be used 
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as a ■lubricant' In that application,' He notad that unless particular components are 
added to a composition tor the purpose of effecting lubrtotty or have the effect of 
materially affecting lubricity, they are not considered to [be] 'lubricants' by one of 
ordinary skir In the art." 

A 

The district court rejected both parties' definitions of lubrtoant" and adopted its 
own definition. As noted, the court concluded that a person of ordinary skin In the 
pertinent art would regard a particular component as a lubricant only If the component, 
when added to a particular composition, materially reduced the coefficient of friction of 
the composition. Applying that definition, the district court concluded that Ecolab had 
not shown a substantial likel!hood : that It would prevail on the merits of Its Infringement 
claim based on me teats met were before the court, those taste showed In one case 
that .a composition containing DicoJube and powanol had a slightly higher coefficient of 
friction than the same composition without Oowanol, and In another case that the 
coefficient of friction of the Dicolube composition without Dowanol was not materially % 
changed by the addition of Dowanol. Because adding Dowanol to the composition did 
not materially lower the composition's coefficient of friction, the court concluded that 
Dowanol did not serve as a lubriosnt in the application recited In the patent, and that 
Dowanol therefore did not satiety the "wateMnlseible lubricant" limitation of the asserted 
claims. 

Ecolab takes Issue with the district court's requirement that a component 
materially Improve the rubricating properties of the composition to which it ts added In 
order to be considered e "lubricant' as that term Is used in the patent We find 
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euortarft.1 mart h 8e*tfi orttW»m of the HUM «*rr. anah*.. Under the district 
ooutt. detmmon. whether a parte* aubetance would be ragarted » a lubricant 
„ould d*p«d on what ate. waa.m the composition to which the Tutrtcarrf component 
OTatobe , dd ed. Evan a auwttnca that peraon. d ,H9 In tta art would regard ea a 
vary good lubricant would oaaaa to ba a lubricant, under the dhtricl court", definition, » 
It wa« added to a oompoaltlon that already had even battar lubricating quarto. For 
examp*. Eool.b point, out that .IJoone b one of tha b«t known fcbrtearrta. Fwthat 

a aicorrbeead compoaMon rrtght not raduca the compoaBlon'a coefficient of friction. In 
mat event, under*, dlrtrtct court, daflnffloo. the added aubata.ee would not queffly "» 
a lubrieanL 

Ae Ecoteb points out, there la nothing to the patent or the extrinsic evidence to 
support the district courts restrictive definition, The dtatrtet court relied on the 
statement to the patent that Tflhe Invention provides a lubricant costing that reduces 
the coefficient of friction of coated conveyor parts and container, and thereby facilitates 
movement of containers along a; conveyor line • '494 patent, col. 2, U. 2-5. That 
statement, however, does not cel.. for a comparison of the lubricity of i water-mJtclble 
lubricant with the lubricity of the lubricant composition In the abssnce of the water- 
mlscible lubricant ' In feet the statsmsnt Is conspicuously silent as to the standard 
against which the lubricity of the water-mlsclble lubricant should be measured. Thus, 
the passage from the patent on which the court principally rellad does not support the 
courts clelm construction. Paeeuse the district court's definition would potenttaBy 
exclude some substances that are widely regarded as lubricants, and because there Is 
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no support In At patent for giving the aUn languege such « restrictive construction, we 
agree with Eoolab that the record does no! support the district court's dsflnaion. 

B 

While we believe there ta-.merit in Ecditfe crltjoton of the district courts ctolm 
ooMlniotlon, we egret with the district court th.t there H IWte to be said tor Ecototfe 
pnpoeed daflhWon of a lubricant a. a substance having better lubricating qualWe. than 
water . mat definition comes from a deration by Ms. Mcamom, but the pertinent 
atatement merely constate of en unelabomtad conchi.tan; -My underetendlng of the 
definition of e lubrioerrt la a eubetenoe thai produce, etcoefflolent of fdrtlon] lower than 
that produced uelng water alone." Ma, McBroom did not offer any support tor her 
definition , rior tHd aha atma that a la the definition generally employed by pareon. of .till 
kitherefeventarL 

Eoolab eaeerts that the patent provides support tor Ma. McBroom'e definition of 
lubricant, but we do not egree EcoJeb'e first eigument la that a lubrie.nl must hsve 
better lubricating qualisee than water, beceuee If It did not, e manufacturer would uee 
water alone as a sufficient and cheeper atamaflvo: Thate^entter^peniuaalve. It 
la poeslble, tor example, that a menufeoturer might uee a aubatance other than water ae 
a lubricant, even If the substance had no batter lubricating qualities than water, If the 
aubatance had other desired properties that water lacked. Moreover, the reference to 
what manufacturers would answer a suitable lubricant is elmply lawyer's argument. It 
was not supported by evidence. In fact, Eoolab offered no evidentiary support tor Jb 
"batter than water* daflnltten crthar than the JejedfeB in Me, McBcoom'a declaration. In 
particular. Eeoteb faded to explain why a substance wBh lubricating oualltlee only 
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,,fc h %boSer*.nw*1er would* neflon* a> ab-brtcart. **> « "Oalaivca ^ 4 
UMen.lirf.in. only rtatoy IrtMor lo »»« of wouW not While EcolaD 
rfta*, vedou. ^ of »-P— rf*"- 1 - aa*— 

DM. . no I" ** *■"» 01 0, *" y * h " 

rfUifafeg W «uIdrJodde«h*-.«il-««» b - lubn^nt depend* « 

Whether Kb lubflcatlnp quafltlee org ouporior to thoee of water. 

Wo atoo And unpareuaetve Ecolab-e ergurwnt that ctalm 18 prevMaa tha task 
W**^*^^*^'***"* OWm 15 that the 
,ubrl«tm 8 canpcaHon a. a who* M • corf*** of irWon ««.«.» 0.14 
Wpro-maWytna.or.wtar). It »ya r*to» *o-.«r*tr-rth. a^of frfrfon of 
ta^^t^c-^-tha^Po^n^^l^r^tMof 

Moreover, oMmUlee dependent .no hdep.nd«« *>» 1. *» *** 
dtf. 18 n*-** ■» 0.14 oorftelont =f frMon MUta. Thecttm. 

torrfaoprnvH. no euppnrtfc, kHM WW" water rtefWIIon. 

C 

Not only do we agiee «* th. dWW court In lajaolng BoW* P»poaad 
deflnMcn of Tub*-*' but w. elao ejyae wth th. court WJohr«nBI«^ aUbrta 
the torn. l*rtoenf pwant prohtome, JotawntDWraW. ** deflnWon. 
MM, ftom a toxical dictionary, Tola to provide any u«M guldonc. becauee, aa tho 
Mriot court pointed out, I auggarta that dmoat anyMna «an eorveee.lubrleenlunder 
appropriate droumrtano^ JohnponOiwraey'e altema*. deMon. offcrrf through 
Mr. Rounnod. Is also difficult to pin down. Mr. RouBlart charadenad a 'lubrtcnr a. . 
aubatenoe that to 'applied to track eurfaeea to materially Improve the mobBty of 
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contain** through the filling pnwesa.- He did not, however, indicate what the 
Improvement In mobility Is to bo froasured ogalntt Ho then stated, tautologlcaliy, that 
"[slultablllty tor uaa as a lubrteant in a given application Is a factor to be considered by a 
person of ordinary skill In the art In determining whether or not a given ohemtael or 
compound can Da ueed.88 a lubricant" fnthet application." In other words, suitability bb 
a lubricant In a particular application ia the measure of whether a particular eubatance 
would be a suitable lubricant In thi application— not a helpful definition, 

In another portion of hie declaration, Mr. Rouillerd stated that "unlaw (particular 
components! are added for Uheji purpose of affecting lubricity or have the effect of 
materially effecting tubrtety, thoyj are not considered to [pel lubriparrta* by one of 
ordinary skill In the art" In referring to tha requirement that a lubricant "materially 
affedT)" tobricHy, Mr. RoulHerd again failed to address the question, 'compered to 
whetr In context ft appears that Mr. RoulHard was suggesting that a eubstanoe cannot 
be regarded is a lubricant If ft (lees not Improve (he lubricating properties of the 
particular composition to which It laj added. To the extent that his analysis to based on a 
comparison with tha composltloni to wWch the lubricsnt la added, Mr. Rouillard's 
analysis Is flawed tor the same reason as the district court's. 

D 

Although we do not agree With the restrictive definition of "lubricant" chosen by 
the district court, we would be prepared to uphold the court's denial of the motion for e 
preliminary Injunction If the Infringement Issue had turned solely on the general 
definition of lubricant. Particularly jn light of Eoolabe'tellure to provide an acceptable 
alternative general definition of "lubricant, 0 Ecolab cannot be said to have met Ita 
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bunien of showing a substantial likelihood of success In proving taMngomort beeaa on 
that g.neral definltfen. Howav^, In eddHIon to urging that Dlcduba TPB Infringed 
bscsuse Dowanol ssflefled (he general definition of a -wataMniedblo lubricant,' Ecolab 
presented an alternative dalm cojatmctlon theory thatthe district court did not address. 
Because the viability of that alternative theory of claim construction turns on the 
resolution of Issues on which the parties made conflicting presentations, we vacate the 
district oourrs order and remands case tor further proceedings eddreeaed to thai 

claim oorwtructton thawy^ 

Pointing to e portion of thi epeolfloailon and a consepondlnc, dopendent dalm 
(claim 11), Ecolab argues thet, 4 edditlon to the general definition of lubricant,' the 
patent spedficeOy Identifies certain classes of compounds as being lubrloante ee that 
tsm, Is used In the patent Eccrfflo contends thet Dowanol telle within these Identified 
des.ee of compounds, as ehovjn by the evidence that Ecolab offered during the 




The paeeagefrom the specpoatton on wnlcft Ecolab relies provldaeee follows: 

A vertety of weter4nleclble lubrieante can be ^to* 
lubricant compositions, Including ^^^^J^^^Z 
SsW, glycerol end propylene glycol); ^BKlSS^tZ 
carbqwax™ serlee of polyethylene end msthexypolyathylsns glycote 

Swlene end propylene oxides (e.g., UCON™ W-HB-ipo w^-aolub^ 

Union Carbide Corp.); and aorbltan esters (e.g.. ™^ *ff JL f^J^ 
60 so end as p^&ethytane eorbiten morwolerteo end 8PAN£ sertee 
gn' bo as arff 8B eorbjan estera. commercially available Jrom ia 
Surfactant Other sunab? water-rnlsdbie lubricants indude » phosphate 
SSfwirW and their derivatives, and other commercially eveileble 
^X^M^^t^immr to Jose .Mled in tt« art. 
oSSm 5*. partial esters of ethoxylatee) of the ebove lubrieante can 
also be employed. 
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'494 patent, col 3, H. 27-44. 

The parties disagree abo^t the meaning of that passage Eooleb contends that it 
Identifies certain compounds aid classes of compounds as being Mbricents for 
purposes of the patent, whBejjohnsonDlversey argues that the passage merely 
(dentines certain general dssseejof compounds of which certain members may qualify 
ae lubricants, as long ae they also satisfy the narrow definition of lubncanr adopted by 
the district Murt 

Based on the rscord developed In the preliminary Injunction proceedings, 
Ecolab'a cherscteriartlon of thejpssssoe In question Is the more persusriv. Th- 
passage la definitional In naturi. referring to the Identified impound. «s being 
-includledf In the -variety of wat^mlsclble lubricants." That language suggests that 
hydroxsMJOrtalnlng compounds 4ioh as polyols are lubrteante • and that the term 
UMT also includes ell compounds falling within the categories of polyalkylene 
giycoli, linear copolymers .of ethylene and propylene oxides, ecibltsn esters, and 
denwtlyeTOeech of those compjwnde. Dependent claim 11 corrtlrmsthe definitional 
nature of .thai pcrtlcn of the specimen, because It claims e composition In which the 
weter-mlscible luMeaitf compHs^'a hydoxy-contalnlng compound, polyalkylene glycol, 
copolymer of ethylene end propylene oxides, sorblten eeter or derivative of any of the 
foregoing' That datm language, (read In light of the'epacWcatlon, suggeate that If a 
substance falls within one of the Wenttfled categories, It would be considered a 
lubrlcanf for purposes of the «4B4 : patent, regerdlese of whether It satlafled any other 
definitional criteria or would be regarded as a lubricant In common parlance or to a 
parson of eWUm the pertinent ait j 
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k ft. dfctt* art. Ecolab .«»d ft- Of— I .» . hy-mx^ntaWno 

gra up, and tat » h« • ^ " ** « " ^ h * 

„, Halreton atatod ftst by m4« m-ho^ta"" ^ « a *«i — 

rf . pelyalkynn* ^ ta -4* pa**. apa*«- •* 

m «hoxyd*opy*n. ** » - 1***- * m " 8lWW0n ' B00tab '* 
W «t OavM H Clmaland a**!** Do*and (diprcpytanao***^^ k 

a i W d W U»n«*>a eompft.^ and - ' ***» ) "» *^ ^ 

ata^tatori W*f*e««*" Ha added Bat ecoleb panoimel had 
him fta< wo* per»n of m .« .. ta « a. a 

p*.n<»<™ - — Mo^,own '• d " tartlon - h 

•Wh ah. etatad thai Dcw.no! k^*--* to ^ 

M. taraa*. and patart art. a polyalWan. glycol <*mm» hornopolymw of 
«M mm. wopylft- o»Jd..or . of *ft mm and propyl™ «**■ .nd 
tat Od*nal to a pdyalKyto". 8»H baoauaa " contain. * ***** (P-P*™ 
QtyMl)rapaa*aunlt' 

lo r-ponaa, JohnwoDlwpay a dac-nBlon tram Ra expert, Tim A. 
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stated that tha chemical name ojf Dowanol is Dlpropyleno Glycol Methyt Ether end that, 
although K certains a hydro* <jroup, ft la different item the eompounde Med In the 
patent as exemples of hydrexy^ntalnfng compounds because, as an ether, It hae 
different properties irom compoujide such as glycerol and propylene glycol. In addition, 
he eteted that Dowanol Is not a polyalKylene glycol Because It has only two propylene 
repeat units, 'rnaWng It a dlpropylene and not a polypropylene." With respect to tha 
portion of the patent, that referred to derlyetlvee of tha described compounds, Dr. . 
Osswald addressed the (wo exeijiples of derivatives given In the patent (partial esters 
and ethoxylBles) and elated that Dowanol was not within either of thoae two olaeeea of 
compounds. In support of Dr. baswald'a atatementa. johnsonOh^ cilrorad Mr. 
Roulllart'e statement that a persoji of ordinary akIO In tha art "would not understand the 
category Hydroxy containing compounds' to include an ether which normally functions 

ee e detergent or solvent," 

While the parties thus Joljfied issue with reaped to whether Dowanol is a 
lubricant, either because it Is o qualifying hydroxy-contslrtng compound, or because H 
fs a polyalkylene glycol, or beoauee It Is s derivative of one of those compounds, the 
district court dW not addreea the definition of lubrtcanf that was based on the pessaga 
of the specification quoted above.! On appeal, Ecolab continues to press Its poaWon 
that Dowanol must be regarded e* a lubricant because It falls wHWn one or more of 
those three dosses of compounds;, es shown by the evidence Ecolab offered to the 
district court. In response, JohnsinDlversey points to Dr. Oaewald'a statement that 
Dowanol Is not a polyalKylene glycol, but rather is a glycol other. Bcolab replies that 
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although Dowanol b an ether, it would stfl! be considered a member of (he 0(888 of 
polyalkylenB glycols by a person «f akffl In the art. 

JohnsonDlvereey alio pcjhta to Or. Oaswefd's explanation of why Dowanol Is N 
different from each of the apadfjc classes of compounds Identfflsd as lubricants In the 
specification. As to Dr. Oaswelots statement that Dowanol Is not a polyaltylene glycol 
In part.baeause It has only two propylene repeat unite 'and the term 'poly" means more 
than two In this context, Coofabi expert gave a squarely contrary definition of "poly," 

t 

thus raising a factual question that waa not resolved by the district court. 

Finally, In addreselng the! question whether Dowanol woufd be considered a 
derivative of one of the desecajef compounds epedffed si the patent, Dr. OsswaJd 
stated thet Dowanol wee dffferant jfrom each of the two examples of derivatfvea given In 
the epedfteatfon. But the Hat of jwamplas In the specification doea not appear to be 
exhaustive. To the extent that the clasa of derivativee includes compounds other than 
the two examples given, Dr. Oasvjaltfs declaration on that Issue Is not Wily responsive 
to Ecoteb'a evidence. • 

Based on the points summarised above, wa conclude that Ecolab presented 
sufficient evidence of infringement under fee proposed alternative construction of the 
term "wster-mJedble lubricant 1 to can for the district court to address the evidentiary 
conflicts end determine whether Epolab hea proved a likelihood of success of proving 

S 

Infringement on thet theory. Because the question of Infringement baaed on that datm 
construction theory waa not expressly addressed by the district court, we remand thla 
case to eflow the district court to address that Issue. 
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fn light of the rimend o^der, we add the fallowing obeervetlone. First, m 
determining whether to grant prejlrrfnary relief on remand, the court may examine any 
other aspect oTthe eaaa that beajrs on the question whether preliminary Injunctive relief 
should be granted. In partteutef, before granting preliminary relief, the court should 
determine whether Ecolab hes shewn that JohnaonDrveree/S Invalidity defense lacka 
substantial menr as to all the aakertea claims. GBWUm 1D&» 238 F.3d at 1360- 
51. In the Initial proceeding, th^ district court did not address the tasua of validity, 
because the court found that Eoolab had not shown a likelihood of auoeass In proving 
infringement even If the asserted ptafms ware assumed to be valid. On remand, R may 

'. 9 
. I 

be necessary for the court to eddrtwi vslURy. 

Second, we recognize tfcat in a pmllmlnaiy Injunction proceeding, claim 
construction Is often tentative and is subject to lavtetan following mere plenary 
proceedings in the course of the; case, 1 Thus, nothing we eey here to Intended to 
suggest that our olatm oonsoucfldn analysis Is definitive and Immutable. Ae we have 
explained, "We do not regard ft aa our function [m a preliminary Injunction appeal) to 
definitively consfrua" disputed elajm lenguage or to review cta&n construction hi the 



1 ReeognWng that the record In preliminary Injunction proceedings ie often limited, 
we have held that a district court's idslm construction at the pmllmlnaiy Injunction stage 
Is always subject to later revision and does not stand bs law of tha caae tor the purpose 
of subsequent proceedings In the ceia. Sa a J a ch Outturn I nc . V . Koavhflhg Enters .. 
Inc. 302F5d 13S2, 1361 (Fed. Clt. 2002) (dletrfct courte "may engage In a rolling claim 
constnjctlon'l; Putrfua Pharma LP. v. Boohrtncer Ingelhtim QmfrH, 237 F.3d 1339, 
1363 (Fed. Or. 2001) fell finding* of fact and conclusions of law at the preliminary 
injunction stage are subject to change upon the ultimate trial on the merits'); SpJam&I 
BBflfla Q«"°- vr. DsPuvMatae)!. Ino.. 74 F.3d 1216, 1221 (Fed, Clr. 18g8). 
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same fashion that wo would on; appeal from a final Judgment |i 
^^Mna.u.HfaohCo.. 108 Fj8d 818, 318-19 (Fed, Clr. 1897). To the oontroiy, we 
recognize that further proceedings tn this case, such as a daJm construction hearing, 
may shed additional light on the claim construction Inquiry. 

Third, In the prior proceedings, es we have noted, the district court declined to 
address the lest two factors thiat bear on the propriety of granting a preliminary 
injunction-^ the balance of hardships and the public Interest Because the court had 
resolved the ffret two factors ageljwt Ecoiab, It was permissible for the court to decline 

to eddress those factors, figg Jajplc QuMman. Inc. v. Kopvlcakti grrtm.. Ine.. 302 F.3d 

i 

1382, 1966 (Fad. Clr. 2002); Pnlwmer Taoha.. Inc. v. Bridwifl. 103 F.Sd 670, 874 (Fed. 

i . • 

dr. 1906). If the court eoncludeejthat Ecoiab has made e sufficiently dear showing of 
likelihood of auccesa on the merits to bs entitled to a presumption of Irreparable harm, 
ISA MuWtten 21 v. United Stales. 030 Fid 867. 871 (Fed. Clr. 1991), the court should 
consider the remaining two factor? in deciding whether to grant preliminary Injunctive 
relief, The court Is, of course, freeito conduct the proceedings on remand bassd on the 
evidence that has been offered by' the parties, or to can for any additional submissions 
that the court may regard es useftit to Its analysis. 
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